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Response to Amendment 

This Office Action is in response to a communication received on June 9, 2008. 

Claims 1,8, 15, and 21 have been amended. 

Claims 5-6, 9, and 1 1 have been cancelled. 

Claims 1-4, 7-8, 10, and 12-27 are pending in this application. 

Examiner's Note 

The Examiner would like to note that the present application has been 
reassigned to a new Examiner. Furthermore, the examiner believes that a phone 
interview might be helpful in clearing up the issues of this application and help 
accelerate the prosecution. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: Claims 15 and 21 have been amended to include "a 
computer readable storage medium". There is no antecedent basis for storage 
mediums in the specification, only computer readable media found page 11-12 of the 
specification. The examiner believes that an amendment to the specification that 
comprises in line 30 of the specification "of computer readable media include storage 
media such as EPROM, ROM, tape, paper, floppy," would not constitute new matter 
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added to the specification and would avoid any non-statutory subject matter in regards 
to the non-patentable subject matter of transmission media. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4, 7-8, 10, and 12-27 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Regarding claim 1: 

The claim comprises each of "an attachment document, the attachment, and the 
attachment docket, it is not clear from the claim whether each of these items are the 
same thing, or if they are intended to be different entities. 

The claim comprises the limitation "receiving an electronic mail message at a 
destination location" in line 3, then goes on to recite "the electronic mail message 
received at the sender location" in line 11. It is not clear from what is being implied by 
having the mail message received at the destination and at the sender. 

The claim comprises the limitation "the original document" there is no antecedent 
basis for the original document. 

The claim recites both "when the determination is that the attachment docket was 
originally created at the location of the sender of the electronic mail message, deleting 
the attachment document from the electronic mail message received at the sender 
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location of the electronic mail message originated at the destination location of the 
electronic message" and "deleting the attachment document when the determination is 
that the attachment docket was originally created at the location of the sender of the 
electronic mail message updating the received message to reflect the deleted 
attachment." Those limitation appear to be the same concept only worded differently, it 
is unclear if the steps are performed twice or if they perform a slightly different function. 

The claim recites "creating a link to the original document located at the 
destination location of the electronic message." It is not clear from this limitation what 
the original document is, or if the original document what based on what the sender was 
attaching to the email why that document is located at the destination, not at the sender. 

The claim recites "determining whether there is an attachment document 
associated with the received electronic mail message; when the determination is that 
there is an attachment document, determining an the origin of the an attachment to the 
electronic message, by determining whether the attachment was created at the location 
of the sender of the electronic message." The use of commas in this limitation suggests 
that the "by determining..." limitation is modifying the determination of whether there is 
an attachment, not the step of determining the origin of the attachment document. 

Regarding claim 2: 

The claim recites the idea that the destination location is the sender location. It is 
unclear how or why the sender location is also the receiving location unless all the mail 
messages are only being sent to themselves. 

Regarding claim 3: 
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The claim appears to need some punctuation to convey the idea that the step of 
determining if there is an attachment occurs before the origin determination. 

The limitation of determining if the email contains an attachment has been 
amended into the independent claim, there appears to be a lack of antecedent basis 
now in claim 3. 

Regarding claim 7: 

There is a lack of antecedent basis for "the recipient." 

The claim recites the limitation "the step of determining whether the recipient of 
an electronic message desires to save the electronic message," the idea of the 
computer determining a user's desires is very ambiguous, there seems to be a 
separation between an action that the user of a computer indicates though a GUI 
prompt for example and what a user "desires." The word "desires" also appears in 
claims 8, 14, 21, and 27, and suffers from the same ambiguity in each claim. 

Regarding claim 8: 

The claim recites the idea that the attachment document was received in an 
email message, but the attachment was locally created at the destination location. It is 
unclear from the claim how the attachment can be both received and also locally 
created. 

Claim 8 contains most of the same issues noted in the 1 12 rejection to claims 1 

and 7. 

Regarding claims 10, 12, and 14: 
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The claims recite the limitation "said origin determination," but the origin 
determination step has been cancelled from claim 8. 
Regarding claim 13: 

The claim recites the limitation "the modified attachment." There is no 
antecedent basis for this limitation; no limitations indicate an attachment actually gets 
modified. 

Regarding claim 18: 

The limitation added in claim 18 appears to be already present in claim 15, thus 
duplicate. 

Claims 15-27 further comprise the same clarity issues as noted in claims 1-4, 7- 
8, 10, and 12-14 and appropriate action is required. For the purpose of further 
prosecution, the examiner has attempted to provide an art rejection based on a 
reasonable interpretation of the claims despite their numerous ambiguities. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claim 1-4, 7 and 15-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Malik (7003551). 

Regarding claims 1 and 15, Malik teaches a method for managing attachments 
documents to electronic mail messages comprising the steps of: 

receiving an electronic mail message at a destination location (Col. 4, lines 14 - 

28); 

determining whether there is an attachment document associated with the 
received electronic mail message (Col. 4, lines 14 - 28); when the determination is that 
there is an attachment document, determining an origin of the an attachment to the 
electronic message, by determining whether the attachment was created at the location 
of the sender of the electronic message (Col. 5, lines 38 - 42); 

when the determination is that the attachment docket was originally created at 
the location of the sender of the electronic mail message, deleting the attachment 
document from the electronic mail message received at the sender location of the 
electronic mail message originated at the destination location of the electronic message 
(Col. 5, lines 38-53); 

creating a link to the original document located at the destination location of the 
electronic message (Col. 5, lines 38 - 53); 

deleting the attachment document when the determination is that the attachment 
docket was originally created at the location of the sender of the electronic mail 
message updating the received message to reflect the deleted attachment (Col. 5, lines 
38 - 53); and 



Application/Control Number: 10/660,337 Page 8 

Art Unit: 2153 

determining if there are additional attachment documents in the received 
electronic mail message (Col. 4, lines 1 - 13). 

Regarding claim 2, Malik teaches the method as described in claim 1 wherein 
the destination location of the electronic message is the location of the sender of the 
electronic message (Col. 4, lines 14 - 28). 

Regarding clams 3 and 16, Malik teaches the method as described in claims 1 
and 15 further comprising before said origin determination step the step of determining 
whether the received electronic message has an attachment (Col. 5, lines 38 - 42). 

Regarding claims 4 and 17, Malik teaches the method as described in claims 1 
and 15 further comprising after said the attachment deleting step, the step of saving the 
electronic message (Col. 5, lines 38 - 53). 

Regarding claims 7 and 20, Malik teaches the method as described in claims 1 
and 15 further comprising before said attachment origin determination step, the step of 
determining whether the recipient of an electronic message desires to save the 
electronic message (Col. 5, lines 38 - 53). 

Regarding claim 18, Malik teaches the computer program product as described 
in claim 15 wherein said attachment origin determination instructions further comprise 
instructions for determining whether the attachment was created at the location of the 
sender of the electronic message (Col. 5, lines 38 - 53). 

Regarding claim 19, Malik teaches the computer program product as described 
in claim 15 further comprising before said link creation instructions, instructions for 
updating the received message to reflect the deleted attachment (Col. 5, lines 38 - 53). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8, 10, 12-14 and 21-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Malik in view of Dunn (2004/0034688). 

Regarding claims 8 and 21, Malik teaches a method for managing the storage 
of attachments documents to electronic mail messages comprising the steps of; 

receiving an electronic mail message at a destination location (Col. 4, lines 14 - 

28); 

determining whether a received electronic mail message has an attachment 
document (Col. 4, lines 14-28; 

when the determination is that the received electronic mail message does have 
the attachment document, determining whether the attachment was locally created (Col. 
5, lines 38-42); 

deleting the attachment document from the message (Col. 5, lines 38 - 53); 

creating a link to the original document located at the destination location of the 
electronic message (Col. 5, lines 38 - 53); and 

storing the receive electronic mail message without the attachment document 
(Col. 5, lines 38-53). 
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Malik does not explicitly indicate when the determination is that the attachment 
document was locally created, determining whether the electronic mail recipient desires 
to modify the attachment document that was locally created at the destination location 
of the electronic message; and 

when the determination is that the user does not want to modify the attachment 
document. 

Dunn teaches when a user wants to modify a copy of an attachment, obtaining a 
local copy of that attachment (See abstract). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Dunn's teaching of obtaining the copy of an attachment 
when the user wishes to get access to modify an attached file in Malik's system to allow 
the recipent full access to received file attachments, while preventing too many other 
copies of the attachment to exist. 

Regarding claims 10 and 23, Malik teaches the method as described in claims 
8 and 21 further comprising before said origin determination step the step of 
determining whether the received electronic message has an attachment (Col. 5, lines 
38 - 53). 

Regarding claims 12 and 25, Malik teaches the method as described in claims 
8 and 21 wherein said attachment origin determination step further comprises 
determining whether the attachment was created at the location of the sender of the 
electronic message (Col. 5, lines 38 - 53). 
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Regarding claims 13 and 26, Malik teaches the method as described in claims 
8 and 21 further comprising before said link creation step, the step of updating the 
received message to reflect the modified attachment (Col. 5, lines 38 - 53). 

Regarding claims 14 and 27, Malik teaches the method as described in claims 
8 and 21 further comprising before said attachment origin determination step, the step 
of determining whether the recipient of an electronic message desires to save the 
electronic message (Col. 5, lines 38 - 53). 

Regarding claim 22, Malik teaches the computer program product as described 
in claim 21 further comprising after said modification determination instructions, 
instructions for modifying the attachment (Col. 5, lines 38 - 53). 

Regarding claim 24, Malik teaches the computer program product as described 
in claim 22 further comprising after said modification determination instructions, 
instructions for deleting the attachment when there is a determination that the recipient 
does not want to modify the attachment (Col. 5, lines 38 - 53). 

Response to Arguments 

Applicant's arguments with respect to claims 1-4, 7-8, 10, and 12-27 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEVIN BATES whose telephone number is (571)272- 
3980. The examiner can normally be reached on 9 am - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess can be reached on (571) 272-3949. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Kevin Bates/ 

Primary Examiner, Art Unit 2153 



